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DETAILED ACTION 
Claim Objections 

Claims 1-9 and 1 1 are objected to because of the following informalities: amended claim 
1 recites the element "the locating receivers" at line 10, but the element is not mentioned until 
line 14. As such, there is insufficient antecedent basis for this limitation in the claim. Claims 2- 
9 and 1 1 depend, either directly or indirectly, from claim 1 and are therefore objected to for at 
least the same reasons. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except ^at an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-6, 1 1-17 and 22-24 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent No. 6,556,436 to Ohnishi. Referring to claims 1 and 12, Ohnishi discloses a vertical 
docking apparatus and information handling system (see Figs. 2, 2A and 2B) comprising a 
docking receiver member (30) having a docking surface (55), a guide member (not numbered) 
extending vertically from an edge of the docking surface (i.e., upstanding wall at rear of docking 
receiver member (30)), a plurality of elongated locating members (not numbered) extending 
vertically from the docking surface (i.e., pins positioned on both sides of connector (57)), a first 
connector (57) extending vertically from the docking surface, a plurality of locking members 
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(72) mounted on the docking surface, a docking member (3 1) including a chassis (32), a 
microprocessor inherently located in the chassis and a storage inherently coupled to the 
microprocessor, the chassis (32) having a mating surface (40) for engagement with the docking 
surface (55), a plurality of locating receivers (not shown) on the mating surface inherently 
receiving the locating members (i.e., pins positioned on both sides of connector (57)), a second 
connector (35) extending vertically from the mating surface (40), and a plurality of locking 
member receivers (36) mounted on the mating surface, whereby primary engagement of the 
docking member with the guide member (i.e., back of 3 1 abuts upstanding wall of 30) and 
secondary engagement of the of the locating members with the locating receivers (i.e., pins with 
corresponding holes) aligns the first and second connectors for seating and for engagement of the 
locking members and the locking member receivers. 

The Examiner has reason to believe that the functional limitation of "the elongated 
locating members engaging the locating receivers for maintaining the docking surface 
substantially parallel to the mating surface during a relative movement of the docking member 
and the docking receiver member" can be performed by the structure of Ohnishi (see Figs. 3, 3 A 
and 3B), since the elongated locating members are shown as stationary elements (i.e., they do not 
rotate) and the mating surface of the docking member is substantially parallel to the docking 
surface docking receiver at all times (see Figs. 2 and 3). Since the Examiner has established a 
prima facie case, the burden shifts to the applicant to prove otherwise (See In re Swinehart^ 169 
USPQ 226 (CCPA 1971); In re Schreber, 44 USPQ2D 1429 (Fed. Cir. 1997). 
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Referring to claims 2 and 13, Ohnishi discloses a vertical docking apparatus and 
information handling system, wherein the docking receiver member (30) is a media slice (i.e., 
mobile docking station). See Fig. 2 and col. 8, lines 59-65. 

Referring to claims 3 and 14, Ohnishi discloses a vertical docking apparatus and 
information handling system, wherein the docking member (3 1) is an information handling 
system. See Fig. 2 and col, 8, lines 11-19. 

Referring to claims 4 and 15, Ohnishi discloses a vertical docking apparatus and 
information handling system, further comprising a plurality of ejection members (74) housed in 
the docking receiver member (30). See Figs. 9A-9L and the corresponding specification. 

Referring to claims 5 and 16, Ohnishi discloses a vertical docking apparatus and 
information handling system, further comprising an ejection mechanism (73) located on the 
docking receiver member (30). See Figs. 9A-9L and the corresponding specification. 

Referring to claims 6 and 17, Ohnishi discloses a vertical docking apparatus and 
information handling system, further comprising means (73) on the docking member receiver 
(sic) for disengaging the locking members (72) from the locking member receivers (36) and 
extending the ejection members (74) vertically from the docking surface (55). 

Referring to claims 1 1 and 22, Ohnishi discloses a vertical docking apparatus and 
information handling system, further comprising means (73) on the docking member receiver 
(30) for locking the locking members (74) in the locking members receivers (36). 

Referring to claims 23 and 24, the method steps are necessitated by the device structure 
as it is disclosed by Ohnishi. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 7, 8, 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ohnishi in view of U.S. Patent No. 6,392,383 to Takimoto et al. Ohnishi discloses the invention 
as claimed, except for specifically teaching the docking receiver member including a cavity open 
to the docking surface, wherein a battery is provided in the cavity. Takimoto et al. disclose 
providing a docking station (see Figs. 7-11) for an information handling system with a cavity 
(180) housing a battery (103) therein. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to provide information handling system of Ohnishi with a cavity for housing a battery, as taught 
by Takimoto et al., since the device of Ohnishi would provide the system of Ohnishi with 
expanded battery Ufe capabilities. 

Claims 9 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ohnishi 
in view of U.S. Patent No. 5,31 1,397 Harshberger et al. Ohnishi discloses the invention as 
claimed, except for at least one of the locking members being oriented to ftinction in a first 
direction and at least one of the locking members is oriented to function in a second direction 
opposite the first direction. Harshberger et al. disclose providing a computer docking station 
(190) with locking members (220), wherein at least one locking member is oriented to function 
in a first direction (i.e., left to right) and at least one of the locking member is oriented to 
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function in a second direction (i.e., right to left) opposite the first direction. See Figs. 1 and 1 1, 
as well as col. 7, lines 5-12. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to provide information handling system of Ohnishi with at least one of the locking members 
being oriented to function in a first direction and at least one of the locking members is oriented 
to function in a second direction opposite the first direction, as taught by Harshberger et al., since 
the device of Harshberger et al. would provide lateral support for the information handling 
system of Ohnishi in a simple manner. 

Response to Arguments 
Applicants arguments filed March 3, 2005 have been fully considered but they are not 
persuasive. Referring to claims 1,12 and 23, as indicated above, the Examiner has reason to 
believe that the functional limitation, included in the amended claims, can be performed by the 
prior art structure. 

Furthermore, Applicant's arguments do not comply with 37 CFR 1.1 1 1(c) because they 
do not clearly point out the patentable novelty which he or she thinks the claims present in view 
of the state of the art disclosed by the references cited or the objections made. Further, they do 
not show how the amendments avoid such references or objections. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a), 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony Q. Edwards whose telephone number is 571-272-2042. 
The examiner can normally be reached on M-F (7:30-3:00) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Lynn D. Feild can be reached on 571-272-2800, ext. 35. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/720,713 



Pages 



Art Unit: 2835 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct,uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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